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2a)D This action is FINAL. 2b)S This action is non-final. 
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closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 
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Request for Continued Examination 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 20 
February 2007 has been entered, as instructed by the RCE filed 17 April 2007. 

Applicant's amendments and arguments filed 20 February 2007 have overcome 
the outstanding indefiniteness and new matter rejections. 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 
Written Description 

Claims 3, 5, 13 and 44-55 remain rejected under 35 U.S.C. 112, first paragraph, 
as failing to comply with the written description requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention, as stated on pages 3-4 
of the Final Rejection mailed 20 November 2006. 
Enablement 

Claims 3, 5, 13 and 44-55 remain rejected under 35 U.S.C. 112, first paragraph, 
because the specification, while being enabling for claims limited to methods of using 25 
base pair-long P-DNA borders from plants comprising the consensus sequence of SEQ 
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ID NO:47 to transfer foreign DNA to the genome of heterologous plants, does not 
reasonably provide enablement for claims broadly drawn to any "sequence from a plant" 
of any length or sequence, or its use to transfer foreign DNA to heterologous plants. 
The specification does not enable any person skilled in the art to which it pertains, or 
with which it is most nearly connected, to make and/or use the invention commensurate 
in scope with these claims, as stated on pages 5-7 of the Final Rejection mailed 20 
November 2006. 
Applicant's Arguments 

Applicant's arguments on pages 7-18 of the Response filed 20 February 2007, 
regarding the written description and enablement rejections, have been fully considered 
but they are not persuasive. Applicant urges that Lilly does not require that they recite a 
particular consensus sequence, given the amendment of the claims to remove "border- 
like"; the knowledge by the skilled artisan of the physical properties of T-DNA borders; 
the provision of an adequate number of representative species by Applicant; the failure 
of other US patents to claim particular consensus sequences when reciting other 
genetic elements such as polyA signals, CAAT or TATA boxes; the permissibility of 
some inoperative embodiments as evidenced by Atlas Powder, and the inapplicability of 
Bayer, given Applicant's guidance regarding the "structure, e.g., nucleotide sequence, 
of the border-like sequences" (see, e.g., page 16 of the Response of 20 February 2007, 
first full paragraph). 

The Examiner maintains that the claims remain broadly drawn to any sequence 
of any length, including 5-100 nt, which genus is much broader than the genus of plant 
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sequences demonstrated to have "border-like" (or integrative) function. Even though 
the claims no longer recite "border-like", they are still drawn to the broad genus of any 
sequence of any length from any plant which somehow functions like a T-DNA border 
sequence to cause integration of heterologous DNA into the plant genome. 

Regarding the knowledge of the physical properties of T-DNA borders, the 
Examiner notes that the claims are not so limited. Furthermore, T-DNA borders have 
the physical property of being 25 base pairs long and having a consensus sequence, 
neither of which are recited in the instant claims. 

Regarding the provision of species by Applicant, the Examiner notes that said 
species all comprise 25 base pair-long sequences with a particular consensus 
sequence. Furthermore, most of the species have not actually been tested in the 
instant specification for their ability to effect integration of heterologous DNA, and a 
substantial portion of those that have been later tested by Applicant failed to function as 
predicted. 

Applicant's arguments re TATA box or T-DNA border recitations in other patents 
are not persuasive, since these sequences are much smaller than the instantly claimed 
sequences, and are much better characterized and well-known. Applicant's sequences 
are a new class of sequences, and theoretically encompass as much as 100 base pairs, 
while Applicant has characterized only 25 base-pair sequences. 

Regarding the permissibility of inoperative embodiments, the Examiner maintains 
that Applicant has not provided guidance for how to "identify... candidate border-like 
sequences" which broadly encompass as few as 5 nucleotides or as many as 100 
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nucleotides, and which have no particular sequence recited at even a single base pair. 
In Atlas Powder, the court deemed that the claims were enabled because the blasting 
powder involved the use of salts and fuels which were previously-known and well- 
characterized types of compounds. In the instant situation, however, plant-derived 
sequences which cause integration of heterologous DNA sequences were previously 
unknown and uncharacterized. Thus, the court in Atlas Powder would not have found 
that Applicant's claims were enabled. 

Regarding Bayer, the Examiner maintains that the structure provided by 
Applicant, namely a 25 base-pair sequence comprising a consensus sequence, is 
nowhere recited in the claims. Applicant has provided no guidance how to recognize 
sequences as small as 5 nucleotides or as large as 100 nucleotides, of any sequence at 
all, which may function to integrate heterologous DNA into a plant genome. 
Anticipation 

Claim 13 remains rejected under 35 U.S.C. 102(e) as being anticipated by 
McElroy et al (US 6,750,379 effectively filed 09 March 2000), as stated on pages 7-8 of 
the Final Rejection mailed 20 November 2006. 

Applicant's arguments filed 20 February 2007 have been fully considered but 
they are not persuasive. Applicant urges that McElroy does not teach the claimed 
invention, because a single nucleotide found in the genome of the plant taught by 
McElroy would be identical to a single nucleotide found in a T-DNA border. 

However, amended claim 13 does not stipulate that the 5-100 nt portion of the 
integrative sequence not be identical to a T-DNA border sequence. Instead, the claim 
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merely recites that the entire plant-derived integrative sequence not be identical to a T- 
DNA border sequence. The claimed 5 nt-long sequence is indistinguishable from any 
random sequence found in the genome of the plant taught by McElroy, or found in the 
vector taught by McElroy to transform the plant, including linker sequences. Applicant's 
argument that McElroy does not teach the claimed invention, because a single 
nucleotide found in the genome of the plant taught by McElroy would be identical to a 
single nucleotide found in a T-DNA border, is not persuasive. Using the same logic, a 
single nucleotide found in the claimed non-T-DNA plant integrative sequence would also 
contain a single nucleotide which could be found in a T-DNA border, thus rendering the 
claim inoperative. 
Conclusion 

Claims 3, 5 and 44-55 remain free of the prior art, as stated previously. 
No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David T. Fox whose telephone number is (571) 272- 
0795. The examiner can normally be reached on Monday through Friday from 10:30AM 
to 7:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg, can be reached on 571-272-0975. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

June 23, 2007 



DAVID T. FOX 
PRIMARY EXAMINER 
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